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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-4, 6, 15 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kraft in view of Smith et al. (US006333973B1 ). 

Regarding claims 1 and 15, Kraft discloses a wireless communication terminal 
having sorting means for sorting short messages into an appro priate folder for storage 
(see column 2, lines 46-67), which reads on the claimed "method of storing information 
from a mobile communications terminal". In this method, a folder, which reads on the 
claimed "storage location", is provided with sorting means to select short messages 
(see column 4, lines 29-30), when receiving or sending a short message and a user of 
the terminal may define certain sorting criteria in the folder (see column 4, lines 34-43), 
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which reads on the claimed "determining a storage criteria based on predetermined 
criteria, and storing the information to said storage location". Kraft fails to disclose 
storage locations available over the network. 

Smith et al. discloses a system for storing various information sent to a user 
where voice mail is stored on a voice mail server (see column 7, lines 40-41), fax is 
stored on a fax mail server (see column 7, lines 78-58), email is stored on an email 
server (see column 8, lines 1-2) and a user may download information from the server 
when it is desired (see column 10, lines 48-56 where the process of downloading an 
email is described). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft to include the above external storage disclosed by Smith et 
al. in order to save precious internal memory space as suggested by Smith et al. (see 
column 2, lines 7-12). 

Regarding claim 16, the combination of Kraft and Smith et al discloses that the 
system is intended for a wireless communication terminal (see Kraft column 2, lines 46- 
48) and the description mobile phones are used as the wireless communication 
terminals (see Kraft column 3, lines 51-52). 

Regarding claim 2, Kraft discloses a system for storing SMS messages where a 
user can create folders (see column 6, lines 1-21 and figure 4), which read on the 
claimed "storage locations", and the user also defines rules for sorting messages to the 
different folders (see column 4, lines 52-64), which reads on the claimed "determining a 
preferred storage location selected by the user" and "storing the information at a used 
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storage location, without informing the user of the used storage location". Kraft also 
discloses a menu listing the various folders and for the purpose of defining the 
parameters associated with the folders (see column 4, lines 44-60), which reads on the 
claimed "presenting to a user a list of available storage locations". Kraft fails to disclose 
storage locations available over the network. 

Smith et al. discloses a system for storing various information sent to a user 
where voice mail is stored on a voice mail server (see column 7, lines 40-41), fax is 
stored on a fax mail server (see column 7, lines 78-58), email is stored on an email 
server (see column 8, lines 1-2) and a user may download information from the server 
when it is desired (see column 10, lines 48-56 where the process of downloading an 
email is described). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft to include the above external storage disclosed by Smith et 
al. in order to save precious internal memory space as suggested by Smith et al. (see 
column 2, lines 7-12). 

Regarding claim 3, Kraft discloses a system for storing SMS messages where a 
user can create folders (see column 6, lines 1-21 and figure 4J,_whiph read on the 
claimed "storage locations", and the user also defines rules for sorting messages to the 
different folders (see column 4, lines 52-64), which reads on the claimed "storing an 
order of preference of said storage locations, selected by the user" and "determining a 
storage location to be used, based on the order of preference of said storage locations". 
Kraft also discloses a menu listing the various folders and for the purpose of defining 
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the parameters associated with the folders (see column 4, lines 44-60), which reads on 
the claimed "presenting to a user a list of available storage locations". When a 
message is received, it is sorted accordingly (see column 5, lines 30-62 and figure 3), 
which reads on the claimed "storing the information at the used storage location, without 
informing the user of the identity of the used storage location". Kraft fails to disclose 
storage locations available over the network. 

Smith et al. discloses a system for storing various information sent to a user 
where voice mail is stored on a voice mail server (see column 7, lines 40-41 ), fax is 
stored on a fax mail server (see column 7, lines 78-58), email is stored on an email 
server (see column 8, lines 1-2) and a user may download information from the server 
when it is desired (see column 10, lines 48-56 where the process of downloading an 
email is described). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft to include the above external storage disclosed by Smith et 
al. in order to save precious internal memory space as suggested by Smith et al. (see 
column 2, lines 7-12). 

Regarding claim 4 , Kraf t discloses a system for storin g SMS messages where a 
user can create folders (see column 6, lines 1-21 and figure 4), which read on the 
claimed "storage locations", and the user also defines rules for sorting messages to the 
different folders (see column 4, lines 52-64)„which reads on the claimed "determining a 
preferred storage location selected by the user". Kraft also discloses a menu listing the 
various folders and for the purpose of defining the parameters associated with the 
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folders (see column 4, lines 44-60), which reads on the claimed "presenting to a user a 
list of available storage locations". When a message is received, it is sorted accordingly 
(see column 5, lines 30-62 and figure 3), which reads on the claimed "storing the 
information at a used storage location, without informing the user of the identity of the 
used storage location". Kraft fails to disclose storage locations available over the 
network. 

Smith et al. discloses a system for storing various information sent to a user 
where voice mail is stored on a voice mail server (see column 7, lines 40-41), fax is 
stored on a fax mail server (see column 7, lines 78-58), email is stored on an email 
server (see column 8, lines 1-2) and a user may download information from the server 
when it is desired (see column 10, lines 48-56 where the process of downloading an 
email is described). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft to include the above external storage disclosed by Smith et 
al. in order to save precious internal memory space as suggested by Smith et al. (see 
column 2, lines 7-12). 

Regarding claim 6, Kraft discloses a system for storing S_MS_messages where a 
user can create folders (see column 6, lines 1-21 and figure 4), which read on the 
claimed "storage locations", and the user also defines rules for sorting messages to the 
different folders (see column 4, lines 52-64), which reads on the claimed "selecting a 
storage location". Kraft also discloses a menu listing the various folders and for the 
purpose of defining the parameters associated with the folders (see column 4, lines 44- 
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60), which reads on the claimed "list". When a message is received, it is sorted 
accordingly (see column 5, lines 30-62 and figure 3), which reads on the claimed 
"storing the information at a used storage location". Kraft fails to disclose storage 
locations available over the network. 

Smith et al. discloses a system for storing various information sent to a user 
where voice mail is stored on a voice mail server (see column 7, lines 40-41 ), fax is 
stored on a fax mail server (see column 7, lines 78-58), email is stored on an email 
server (see column 8, lines 1-2) and a user may download information from the server 
when it is desired (see column 10, lines 48-56 where the process of downloading an 
email is described). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft to include the above external storage disclosed by Smith et 
al. in order to save precious internal memory space as suggested by Smith et al. (see 
column 2, lines 7-12). 

Claims 5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kraft in view of Smith et al, and further in view of Jeon (US006205331 B1 ). 

Regarding claim 5, the combination of.Kraft and Smith etal. fail_sjp_teach the 
storing of information in another location based on availability of storage space. 

Jeon discloses a paging system where when a page is received, one storage 
location is checked for space (see step 51 , figure 3). If space is available there, the 
paging data is stored there (see step 55, figure 3), which reads on the claimed "storing 
the information at a first preferred storage location... if sufficient storage is available 
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there", however, if space is not available the one storage location, a second location is 
checked for storage space (see figure 3, step 53) and if space is available there, the 
paging data is stored there (see figure 3, step 54), which reads on the claimed "storing 
the information at a second preferred storage location... if insufficient storage is 
available at the first preferred storage location". 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Smith et al. to include the above 
checking for available storage disclosed by Jeon in order to utilize the available memory 
optimally and minimize any possibility of erasing important information desired by the 
user. 

Regarding claim 7, Kraft discloses a system for storing SMS messages where a 
user can create folders (see column 6, lines 1-21 and figure 4), which read on the 
claimed "storage locations", and the user also defines rules for sorting messages to the 
different folders (see column 4, lines 52-64), which reads on the claimed "storing the 
information at a first preferred location", Kraft also discloses a menu listing the various 
folders and for the purpose of defining the parameters associated with the folders (see 
column 4, lines 44-60), which reads on the claimed "presenting to a user a list of 
available storage locations". Kraft fails to disclose storage locations available over the 
network. 

Smith et al. discloses a system for storing various information sent to a user 
where voice mail is stored on a voice mail server (see column 7, lines 40-41 ), fax is 
stored on a fax mail server (see column 7, lines 78-58), email is stored on an email 
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server (see column 8, lines 1-2) and a user may download information from the server 
when it is desired (see column 10, lines 48-56 where the process of downloading an 
email is described). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft to include the above external storage disclosed by Smith et 
al. in order to save precious internal memory space as suggested by Smith et al. (see 
column 2, lines 7-12). The combination of Kraft and Smith et al. fails to teach the 
checking for sufficient storage at a storage location. 

Jeon discloses a paging system where when a page is received, one storage 
location is checked for space (see step 51 , figure 3). If space is available there, the 
paging data is stored there (see step 55, figure 3), which reads on the claimed "storing 
the information at a first preferred storage location... if sufficient storage is available 
there", however, if space is not available the one storage location, a second location is 
checked for storage space (see figure 3, step 53) and if space is available there, the 
paging data is stored there (see figure 3, step 54), which reads on the claimed "storing 
the information at a second preferred storage location. ..if insufficient storage is 
available at the first pre ferred jtorage location".. 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Smith et al. to include the above 
checking for available storage disclosed by Jeon in order to utilize the available memory 
optimally and minimize any possibility of erasing important information desired by the 
user. 
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Claims 8, 10, 11, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Smith et al. in view of Abe et al. (US006249668B1). 

Regarding claims 8 and 17, Smith et al. discloses an information system for 
mobile phones where a user is presented with a selectable, scrollable list of notification 
headers for all the received messages (see column 8, lines 36-40 and figure 7A and 
7B), which reads on the claimed "presenting to a user a list of available data items". 
These items are stored on servers separate from the mobile telephone 1 100 (see 
figures 1 and 3), and if a user wants to view a fax, it is retrieved from the fax server (see 
column 10, lines 18-29) or if a user wants to view an email it is downloaded from the 
email server (see column 10, lines 38-56), which reads on the claimed "at least one 
data item stored at a storage location accessible over a mobile communications 
network". Smith et al. fails to expressly disclose the use of memory inside the mobile 
telephone. 

Abe et al. discloses a radio pager with a directory structure for storing messages 
(see column 1 , lines 59-67). The folders and management of the folders are within the 
pager (see column 3, lines 25-45 and figure 1), which reads on the claimed "at least one 
data item stored at a storag^location in said terminal". 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Smith et al. to include the above internal storage disclosed by 
Abe et al. in order to allow a user to access messages without a network connection. 

Regarding claim 10, the combination of Smith et al. and Abe et al. discloses the 
use of identification icons 7500 for identifying the type of message (see Smith et al. 
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column 8, lines 40-45 and figures 7A and 7B). Since different types of messages are 
stored in different locations, such as email messages on the email server and fax 
messages on the fax server (see Smith et al. figure 5), the icons identifying the type of 
message are also indicative of the location of the message, which reads on the claimed 
"presenting the list of available items, together with an indication of their respective 
storage locations". 

Regarding claim 1 1 , in the combination of Smith et al. and Abe et al, the user 
does not need to specify where the data is stored, instead, he is presented a list of all 
the available items to choose from (see Smith et al. column 8, lines 36-45 and figure 7 A 
and 7B). 

Regarding claim 18, the combination of Smith et al. and Abe et al. discloses the 
use of a mobile phone in the invention (see Smith et al. column 3, lines 60-67 and figure 
1 and 2). 

Claims 9, 12, 13 and 14 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over Smith et al. in view of Abe et al, and further in view of Wicks et al. 
(US005796394A). 

Regarding claim 9, the combination of Smith et al. and Abe et al._fails to 
expressly disclose a system where a user is not informed of the location of information. 

Wicks et al. discloses a user interface for a personal communications system 
with an interface that shows icons corresponding to different types of information (see 
column 7, lines 35-53 and figure 4). However, Wicks et al. also discloses that some 
devices may not have sufficient resolution for such displays so the user interface is 
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simple enough so that a user may operate the interface without visual feedback or with 
a limited display interface (see column 9, lines 26-31). If the above system does not 
have the icons, the user would not know the corresponding locations of the information 
as claimed. 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Smith et al. and Abe et al. to include the 
above lower resolution interface disclosed by Wicks et al. in order to provide 
compatibility with devices not equipped with such high resolution displays as suggested 
by Wicks et al. (see column 9, lines 19-25). 

Regarding claim 12, the combination of Smith et al. and Abe et al. fails to 
expressly disclose that multiple users may access the servers. 

Wicks et al. discloses a user interface for a personal communications where 
messages are retrieved from a base station 108 (see column 3, lines 52-60 and figure 
1 ) and multiple users access the base station (see column 7, lines 21-34 and figure 4), 
which reads on the claimed "items stored centrally on the remote storage device being 
accessible by multiple users". 

It would have been obvious to a person of ordinary skilQnJhe_ai1_at. the time of 
the invention to modify the combination of Smith et al. and Abe et al. to include the 
above system allowing access by multiple users disclosed by Wicks et al. in order to 
allow reuse of equipment and provide a cheaper system. 

Regarding claim 13, Smith et al. discloses an information system for mobile 
phones where a user is presented with a selectable, scrollable list of notification 
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headers for all the received messages (see column 8, lines 36-40 and figure 7A and 
7B), which reads on the claimed "presenting to a user a list of available data items". 
These items are stored on servers separate from the mobile telephone 1 100 (see 
figures 1 and 3), and if a user wants to view a fax, it is retrieved from the fax server (see 
column 10, lines 18-29) or if a user wants to view an email it is downloaded from the 
email server (see column 10, lines 38-56). 

Abe et al. discloses a radio pager with a directory structure for storing messages 
(see column 1 , lines 59-67). The folders and management of the folders are within the 
pager (see column 3, lines 25-45 and figure 1), which reads on the claimed "at least one 
data item stored by the user". 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Smith et al. to include the above internal storage disclosed by 
Abe et al. in order to allow a user to access messages without a network connection. 
The combination of Smith et al. and Abe et al. fails to expressly disclose that multiple 
users may access the servers. 

Wicks et al. discloses a user interface for a personal communications where 
messages are retrieved from a base station 108 ( see colum n 3, lines 52-60 and figure 
1 ) and multiple users access the base station (see column 7, lines 21-34 and figure 4), 
which reads on the claimed "at least one item stored by a central source and accessible 
by multiple users". 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Smith et al. and Abe et al. to include the 
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above system allowing access by multiple users disclosed by Wicks et al. in order to 
allow reuse of equipment and provide a cheaper system. 

Regarding claim 14, the above combination of Smith et al, Abe et al. and Wicks 
et al. fails to expressly disclose a system where a user is not informed of the location of 
information. 

Wicks et al. discloses a user interface for a personal communications system 
with an interface that shows icons corresponding to different types of information (see 
column 7, lines 35-53 and figure 4). However, Wicks et al. also discloses that some 
devices may not have sufficient resolution for such displays so the user interface is 
simple enough so that a user may operate the interface without visual feedback or with 
a limited display interface (see column 9, lines 26-31). If the above system does not 
have the icons, the user would not know the corresponding locations of the information 
as claimed. 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Smith et al. and Abe et al. to include the 
above lower resolution interface disclosed by Wicks et al. in order to provide 
compatibility with devices not equ ippe d with such high resolution displays as suggested 
by Wicks et al. (see column 9, lines 19-25). 

Response to Arguments 

Applicant's arguments with respect to claims 1,15 and 16 have been considered 
but are moot in view of the new ground(s) of rejection. 



Application/Control Number: 09/892,460 Page 15 

Art Unit: 2686 

The applicant argues in the second paragraph of page 15, then again in the first 
paragraph of page 16, that the combination of Kraft and Smith et al fails to teach or 
suggest a method of storing information from a mobile communication terminal including 
storing information in the terminal and in a storage location that is accessible over a 
network. The examiner respectfully disagrees. As discussed in the rejections of claims 
2-4 and 6, Kraft discloses a system for storing SMS messages where a user can create 
folders (see column 6, lines 1-21 and figure 4), which reads on the claimed "storing 
information from a mobile terminal." Kraft fails to disclose storage locations available 
over the network. However, this is what Smith et al discloses (see rejection of claim 2 
above). 

The applicant argues in the second paragraph of page 18 that the combination of 
Kraft, Smith et al and Jeon fails to disclose a method in which information from a mobile 
communication terminal can be stored either in a terminal or a storage location that is 
accessible over a network while storing the information at a preferred location selected 
by the user. The examiner respectfully disagrees. As discussed above in the rejection 
of claim 7, Kraft discloses a system for storing SMS messages where a user can create 
folders (see column 6, lines 1-21 and figure 4), and t he user also d e fines rules for 
sorting messages to the different folders (see column 4, lines 52S4). Kraft fails to 
disclose storage locations available over the network, however Smith discloses this (see 
rejection of claim 7 above). 

The applicant argues in the second paragraph of page 20 that the combination of 
Smith et al and Abe et al would not be possible since Smith et al only discloses storing 
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information externally while Abe et al only discloses storing information internally. The 
examiner respectfully disagrees and asserts that the combination teaches storing 
information both internally and externally as claimed. 

The applicant argues in the first paragraph of page 23 that the combination of 
Smith et al, Abe et al and Wicks et al fails to disclose presenting a user with a list of 
available data including a data item stored by a user and a data item accessible by 
multiple users. The examiner respectfully disagrees. As discussed in the rejection of 
claim 12 above, Wicks et al. discloses a user interface for a personal communications 
where messages are retrieved from a base station 108 (see column 3, lines 52-60 and 
figure 1) and multiple users access the base station (see column 7, lines 21-34 and 
figure 4), which reads on the claimed "items stored centrally on the remote storage 
device being accessible by multiple users". 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bryan J Fox whose telephone number is (703) 305- 
8994. The examiner can normally be reached on Monday through Friday 9-5. 

If attempts to reach t he examiner b y telephone are unsucce ssful, the ex aminer's 
supervisor, Marsha Banks-Harold can be reached on (703) 305-4379, The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

MARSHA D. BANKS-HAROLD 
BJF SUPERVISORY PATENT EXAMINER 

TECHNOLOGY CENTER 2600 



